-6- 



REMARKS 

OBJECTIONS TO THE SPECIFICATION 
In the Office Action, the Abstract was objected to because it contained the phrase 
"the present invention." With the present amendment, the Abstract has been amended to remove 
this phrase. 

REJECTION OF THE CLAIMS 

Two references were cited to reject the claims: Will (U.S. Patent 5,825,353) and 
Nelson et al. (U.S. Patent 6,911, 969, heremafter Nelson). 

'''' CLAIMS 1 AND 11 - 

Claims 1-4 were rejected under 35 U.S.C. §102(b) as being anticipated by Will. 
With the present amendment, the limitations of claim 2 and 3 have been added to claim 1 and 
claims 2, 3 and 4 have been canceled. 

As amended, claim 1 provides a computer-readable medium for a handheld 
device. The device is capable of being held with one hand and has a button that is capable of 
being actuated by the hand that is holding the device. The computer-readable medium has 
computer-executable instructions for performing steps that include receiving an indication that a 
user has depressed the button and determining that the button has been depressed long enough to 
constitute a context menu gesture. A context menu is then displayed on the device in response to 
the context menu gesture. Displaying the context menu comprises determining that a window 
border is highlighted on the display before displaying the context menu and displaying a context 
menu comprising at least one command that operates on the highlighted window while 
continuing to display and highlight at least a portion of the window. 

As amended, claim 1 is not shown or suggested by either Will or Nelson. In 
particular, neither reference determines that a window border is highlighted and neither reference 
displays a context menu comprising at least one command that can operate on the highlighted 
window while continuing to display and highlight at least a portion of the window. 
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In the Office Action, column 8, lines 38-46 of Will were asserted to show a 
highlighted window border and a context menu that provides at least one conmiand that operates 
on the entire window. Applicants respectfully dispute this assertion. 

The cited section of Will does not say that a window border is highlighted. 
Instead, it states that "the 'End Disp Mode' menu item is 53 is initially designated, and the user 
must move the thumbwheel counter clockwise to initiate moving the cursor". (Lines 45-48). 
Thus, instead of the window border being highlighted, the End Disp Mode item on the display is 
highlighted. 

Applicant also notes that Will does not determine that a window border is 
' highlighted before displaying the context menu. Instead, menu item 53 is displayed at the same 
time as the window in which it appears. 

Similarly, Nelson does not describe determining that a window border is 
highlighted before displaying a context menu. 

Since Will and Nelson do not show or suggest determining that a window border 
is highlighted before displaying a context menu, the combination of these references does not 
show or suggest the invention of claim 1 or claim 11, which depends therefrom. 

With the present amendment, claim 1 1 has been added. In claim 11, the window 
border is highlighted based on a rotation of the button. Support for this '-limitation is found on 
page 16, lines 6-10 of the present specification. 

Claim 11 is additionally patentable over Will and Nelson because neither 
reference shows or suggests highlighting a window border based on the rotation of a button. 

CLAIMS 5-8 

Claims 5, 9 and 10 were rejected under 35 U.S.C. § 102(b) as being anticipated by 
Will. Claims 6-8 were rejected under 35 U.S.C. § 103(a) as being unpatentable over Will in view 
of Nelson. With the present amendment, claim 5 has been amended to include the limitation of 
claim 9 and to include a further limitation. Claims 9 and 10 have been canceled. 

As amended, claim 5 provides a method of producing a context menu on the 
display of a handheld device. The method determines whether a user has manipulated a button 
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on the handheld device to satisfy a context menu gesture requirement. A context menu is 
displayed if the context menu gesture requirement has been satisfied. Displaying the context 
menu involves determining that a window border on the display is highlighted before displaying 
the context menu and displaying a context menu comprising at lest one command that can be 
applied to the highlighted window while displaying at least part of the highlighted window. 

The combination of Will and Nelson does not show or suggest the invention of 
amended claim 5, because, as noted above, neither reference shows or suggests determining that 
a window border on the display is highlighted before displaying the context menu. 

Since neither Will nor Nelson show or suggest determining that a window border 
on the display is highlighted before displaying a context mehu;^the combination of these two 
references does not show or suggest the invention of claim 5 or claims 6-8 and 12, which depend 
therefrom. 

The present amendment adds claim 12, which is additionally patentable over Will 
and Nelson. In claim 12, the window border is highlighted by rotating the button. Neither Will 
nor Nelson show or suggest highlighting a window border by rotating a button. 

CONCLUSION 

Based on the above remarks, claims 1, 5-8, 1 1 and 12 are patentable over the cited 
:«av.:\ art. Reconsideration and allowance of the claims is respectfully requested. 

The Director is authorized to charge any fee deficiency required by this paper or 
credit any overpayment to Deposit Account No. 23-1 123. 

Respectfully submitted, 

WESTMAN, CHAMPLIN & KELLY, P.A. 

Theodore M. Magee^^Kggi No. 39,758 
900 Second Avenue South, Suite 1400 
MinneapoHs, Minnesota 55402-3319 
Phone: (612) 334-3222 Fax: (612) 334-3312 
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